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REMARKS 



The Present Invention 



esent Invention . , ni . Uoi ,j 

The present invention is directed to mutant human FGFR-4 protems and DNA and 

RNA molecules encoding the same. 

The Pending Claims withdrawn as 

Claims 33-66 are currently pending. Claims 33-40 ana ^ od na 
Claims 3d o ^ r rlaims 47-50 and 66 are directed to the mutant human 

directed to nonelected subject matter. Claims 4 / ami <u 

directed to non j d the DNA ^ RNA molecules encoding 

FGFR-4 proteins, whereas claims 51-54 are directea to inc 

the same. 

The Amendments to the Specification and Claims ^ntification 
The specification has been amended on page 9 to insert a sequence Ration 
number as supported by the Sequence Listing. Claims 47-54 have been amended and claim 66 
Tbel ddel to po J out more particularly and claim more distinctly the present invention 
The amendments to the claims are supported by the specification at, for example, page 2, rturd 
Tl pT graph, wherein FGF is defined, page 3, last sentence, through the first two lines of 
Z e 7 where n altered activity is defined as alteration in the activity of tyrosine kinase of 
FGFR-4 page 9 fou^ . t , 

nuc otide sequences of the mutant and wild-type FGFR-4 transmembrane domains of SEQ ID 
^1 Z ; 2 respectively, are recited. Note that the indication of the point mutation at amino 
acid position 388 means that the beginning and ending amino acid positions of the 
acl d position > respectively No new matter has been added by way 

transmembrane domain are 366 and 390, respectively. ™ 

of these amendments. 

The Office Action 

The Office has set forth the following rejections: 

(i) the pending claims have been rejected under 35 U.S.C. § 101 as allegedly not being 

directed to statutory subject matter, 

W the pending claims have been rejected under 35 U.S.C. § 112, first paragraph, as 

alleeedlv lacking enablement and description, 

Cii) the Ending claims have been rejected under 35 U.S.C. § 112, second paragraph, as 

allegedly indefinite, and 
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(iv) the pending claims have been rejected under 35 U.S.C. » 102(b) as allegedly 
anticipated by Ncilson e. a.. (1996). Reconsideration of these rejections ,s hereby requested. 

subject matter. This rejection is believed to be moot in view of the amendment of the clatms to 
recite "isolated or purified." 

Discussionof RejeCion under 35 U.S.C. § 112, first paragraph 

The Office has rejected the pending claims as allegedly .acting enablemem and 

description. Specifically, the Office contends that the claims are overly broad. Th,s rejection 

i s traversed for the reasons set forth below. 

1 wi.d-type human FGFR-4 nuc.eotide sequence and, hence, am.no >ce » 

known Z, i.e„ C^Bank accession number X57205, The specification teaches tha, here ts 

^single known protein product for FGFR-4 (see specification at, for example, page 1 

tha, results in overexpression of the receptor as compared to wrld-type FGFR-4 and/or a 
" h < results m tyrosine kinase activity that differs from the express^ characteristic o 
Tie FGFR-4 is highly predictive of cancer (see specification a, for example, page 1, firs. 
grTh p" Se 3 as™* - ™° * to P^"^ 

(see specification at, for example, page 7, las. paragraph; and page 8, second and th rd 

The prccise nature of the mutation does not matter as long as the result mutan, 
u3xpLd in a human cel. as compared to wild-type FGFR-4 or has tyrostne kmase 
activity in' a human cel, mat Offers from the expression characteristic 
(see me specification a., for example, the paragraph bndgmg pages 9 and 10). Speafic 
r^Tof mutations are taught in the instant specification a, for examp. 
fourth paragraphs, and page 12, second full paragraph. The methods set forth m the Examples 
rTet^o dentil o*er mutations <ha. result in overexpression in ahuman ce ortyrosme 
2zs* activity in a human cel. that differs from the expression charactenstic of wtld-type 
FgTr-4 AsLying for overexpression of a receptor and differentia, tyrosine kmase activtty are 
within the ordinary skill in the art and are a matter of routine experimentation « .s well- 
established that routine experimentation does no, constitute undue 

Furthermore, there is a reasonable expectation that other extsting mutants can be successfully 
identified using the methods set forth in the Examples. 
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In view of the foregoing, Applicants respectfully submit that the instant application 
meets the requirements of description and enablement. Accordingly, Applicants request the 
withdrawal of this rejection. 

Discussion of Rejection under 35 U.S.C. §112, second paragraph 

The Office has rejected the pending claims as allegedly indefinite. Specifically, the 
Office contends that the terms "the transmembrane domain," "altered," "FGFR-4," "amino acid 
388," "optionally," and "wild-type receptor" are indefinite. This rejection is believed to be 
moot in view of the amendments to the claims. 

Discussion of Rejection under 35 U.S.C. § 102(b) 

The Office has rejected the pending claims as allegedly anticipated by Nielson et al. 
(1996). This rejection is traversed for the reasons set forth below. 

The Office states on the record that Neilson et al. teaches mutated Xenopus FGF 
receptors (see page 8 of Office Action), specifically FGFR-1, FGFR-2 and FGFR-3 (see page 4 
of Office Action). Yet, the Office contends that Neilson et al. anticipates the present invention, 
which is directed to mutant human FGFR-4 proteins and DNA and RNA molecules encoding 
the same. While the basis for the Office's contention is the alleged indefiniteness of the term 
"FGFR-4," Applicants point out that the GenBank accession number X57205, acknowledged 
by the Office on pages 3, 4 and 6 of the Office Action, provides the nucleotide sequence of the 
wild-type human FGFR-4 protein and the specification clearly states at page 3, second full 
paragraph, lines 1-2, that there is only a single known protein product for FGFR-4. Thus, 
given that the term FGFR-4 is not indefinite as alleged by the Office, and it is apparent that the 
nucleotide sequence of the human FGFR-4 differs from the nucleotide sequences of the 
Xenopus FGFR-1, FGFR-2 and FGFR-3, it simply is not possible for the Office to contend that 
Neilson et al. anticipates the present invention. 

In view of the foregoing, Applicants submit that the present invention is not anticipated 
by Neilson et al. Accordingly, Applicants request the withdrawal of this rejection. 

Conclusion 

In view of the above remarks, the application is considered to be in good and proper 
form for allowance, and the Office is respectfully requested to pass this application to issuance. 
If, in the opinion of the Office, a telephone conference would expedite the prosecution of the 
instant application, the Office is respectfully requested to contact the undersigned attorney. 
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Respectfully s 



jmitted, 



Date: August 11,2003 



LarTchei/,"Reg. No. 35,243 
jIG^OIT & MAYER, LTD. 
T&o Prudential Plaza, Suite 4900 
180 North Stetson 
Chicago, Illinois 60601-6780 
(312) 616-5600 (telephone) 
(312) 616-5700 (facsimile) 
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